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Art Unit: 3753 

Applicant's election with traverse of the species of Group A, figure 12A, claims 1- 

10, 14-24 and 37-47 in the reply filed on June 6, 2006 is acknowledged. The traversal 

is on the ground(s) that: 

"One embodiment of Applicant's invention is illustrated in Figs. 4-5, which 
depict a blade with square edges that is contacted against a shutter disk. 
One skilled in the art will appreciate that the same blade can be embodied 
in equivalent designs, from the jagged edge design of Fig. 1 2A, to the 
ribbed edge design of Fig. 1 3A, to the multi-columnar design of Fig. 1 4A, 
and so on. Therefore, the above mentioned designs are simply 
embodiments of a single invention, that is, a system for constraining the 
shutter disk of a valve so to avoid leaks. 

[and that] 

Applicant has clearly indicated, e.g. at paragraphs (00291 -E0034) of the 
application, that the above mentioned designs are all embodiments of a 
single invention." 

This is not found persuasive because applicant's arguments appear to agree with 
the Examiner that this application contained, and still contains, claims to patentably 
distinct species of the claimed invention. 

Additionally, applicant does not convincingly argue that this application did not, 
and does not, contain claims to patentably distinct species nor does applicant explicitly 
identify where it is shown, or explicitly state, that the claimed species are not patentably 
distinct. 

The requirement is still deemed proper and is therefore made FINAL. 

Accordingly, in view of applicants claim listing, claims 1 1-13, 25-36 and 48 are 
withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as being drawn to a 
nonelected species, there being no allowable generic or linking claim. Applicant timely 
traversed the restriction (election) requirement in the reply filed on June 6, 2006. 
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Of those claims listed as being readable on the elected species, it is noted that, 
as presented in the response of June 6, 2006, claim 6 is identified by applicant as being 
"withdrawn". Given that applicant elected the species of figure 12A, and that the 
species of Figure 12A explicitly illustrates the "second means (being) in discontinuous 
contact with the line that is secant to the shutter disk", as recited in claim 6, claim 6 is 
being examined. 

Additionally, of those claims listed as being readable on the elected species, 
claims 3, 14-16, 17-24 and 37-38 are not readable on the elected species as follows. 

Regarding claim 3, the claim requires the "second means... (to) retain also a 
second portion of said shutter disk substantially in contact with said valve seat along 
parts of two different lines (emphasis added) that are secant to said shutter disk". 

Lines of contact "along parts of two different lines" as required by the claim is not 

illustrated in elected figure 12A but rather, for example, in non elected figures, 13A, 

v 

14A, 17A, etc. Accordingly, claim 3 is held to be withdrawn. 

Regarding claim 14, the claim requires "the second means consist essentially of 
a row of secondary clamping pins, said secondary clamping pins extending from the 
shutter disk and said secondary clamping pins being engaged in corresponding 
openings on the valve seat". 

"Secondary clamping pins" are not illustrated in elected figure 12A and on review, 
are not illustrated at all in the figures. Accordingly claim 14 is held withdrawn. Claims 
15 and 16, being directly dependent on claim 14 are thus also held withdrawn. 
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Regarding claim 17, the claim requires "...second means for retaining two 
portions of said shutter disk substantially in contact with said valve seat during ejection 
of liquid or gas through said valve, said portion of said shutter disk being situated along 
two lines that are secant to said shutter disk." 

"Two lines" of contact secant to the valve disk, as required by the claim is not 
illustrated in elected figure 12A but rather, for example, in non elected figures, 13A, 
14A, 17A, etc. Accordingly, claim 17 is held to be withdrawn. Claims 18-24 and 37, 38, 
being ultimately dependent on claim 17 are thus also held withdrawn. 

Accordingly, claims 3, 1 1-38 and 48 are held as withdrawn as noted above. 

An action on the merits of claims 1 , 2, 4-10 and 39-47 is as follows. 

Figures 1-3 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "peripheral 
extension lobes" of claim 2, the "flattening of the case wall" housing the membrane of 
claim 45 and any other feature of the elected claims that may have been missed by the 
Examiner, and all the features of any currently withdrawn claim which may survive 
prosecution must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

Additionally, the drawings are objected to as generally failing the requirements of 
37 CFR 1 .84 as the drawings appear to be informal. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
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reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 44 and 45 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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Specifically, the specification, as originally filed, fails to provide a written 
description of any "open head sections... oriented at 90 degrees from the longitudinal 
axis of said mouthpiece" as recited in claim 44. 

Additionally, the specification, as originally filed, fails to provide a written 
description of any "flattening of the case wall" containing the valve membrane as recited 
in claim 45. 

A simple, but useful, corollary to remember is that if it is claimed, it must be 
disclosed in the written portion of the specification, under 35 USC §112, and shown in 
the drawings, under 37 CFR 1 .83. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4 and 7 are rejected under 35 U.S.C. §102 (b) as being anticipated 
by Katz. 

The patent to Katz discloses a "membrane valve comprising: a valve seat(108) 
having a continuous surface and one or two openings (104); a shutter disk (102) of 
flexible material surrounding said openings and having a peripheral sealing lip (at the 
periphery at number 109); an optional annular wall extending (radially) from said valve 
seat (108) and surrounding said openings (104), said optional annular wall creating one 
or more depressions around said openings (104), said optional annular wall being in 
sealing contact with said peripheral sealing lip (at 109) when a gas or a liquid is not 
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being ejected through said openings (104, see fig. 1); first means (at the surface of 
nipple 103) for clamping said shutter disk (102) to said valve seat (108), said first means 
extending from said shutter disk (102) and being engaged with each of said openings 
(104) on said valve seat (108); and second means (at blade 107) for retaining one 
portion of said shutter disk (102) substantially in contact with said valve seat (108) 
during ejection of liquid or gas through said valve, said portion of said shutter disk being 
situated along a line that is secant to said shutter disk (102)" as recited in claim 1. 

Regarding claim 2, in Katz, "the shutter disk (102) comprises peripheral 
extension lobes" read as the peripheral bent section sealing with the "optional annular 
wall" as shown in fig. 1, as recited. 

Regarding claim 4, in Katz, "the second means (blade 107) retain a portion of the 
shutter disk substantially in contact with the valve seat (108) along a line that is a 
diametrical axis of said shutter disk (103)" as recited. 

Regarding claim 7, in Katz, "the first means (at nipple 103) consist essentially of 
one or two primary clamping pins, said primary clamping pins being equal in number to 
the openings (104) on the valve seat" as recited. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth iri this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 39-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the prior art as disclosed at page 2, para [0007] if the instant application in view of Katz. 
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The prior art, as disclosed in para [0007] of the instant application discloses all 
the claimed features with the exception of having "second means for retaining at least 
one portion of said shutter disk substantially in contact with said valve seat during 
ejection of gas through said valve, said portion of said shutter disk being situated along 
a line that is secant to said shutter disk". 

The patent to Katz discloses that it is known in the art to employ a blade element 
107, in contact with a flexible exhaust valve 1 102 of the breathing mask, the blade 107 
"extending along a line that is secant to the "valve element for the purpose of 
decreasing the resistance to flow of the users exhaled breath thus making it easier for 
the user to exhale. 

It would have been obvious at/the time the invention was made to a person 
having ordinary skill in the art to employ in the device of the prior art as disclosed at 
para [0007] of the instant application, a blade element in contact with downstream side 
of the flexible exhaust valve for the purpose of decreasing the resistance to flow of the 
users exhaled breath thus making it easier for the user to exhale as recognized by Katz. 

Regarding claim 40, in Katz, "the shutter disk (102) of the membrane valve is 
surrounded by an outflow duct (e.g. the peripheral wall of the cap 105), one wall (e.g. 
the radial wall) of said outflow duct consisting of a portion of the outer wall of the case 
(here once the cap is connected to the valve body it is read as part of the "case" of the 
valve) and the remaining walls (the downstream perpendicular wall of the cap 105) of 
said outflow duct consisting of a profiled member (forming slots 106), said outflow duct 
having open ends (at slots 106) to allow for the escape of the gas ejected through said 
membrane valve; and wherein the second means comprise a stop rib (107) extending 
from said central section to come substantially in contact with said shutter disk (102" as 
recited. 
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Claims 5, 6, 8-10, 41, 42, 43, 46 and 47 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Claims 44 and 45 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Rivell whose telephone number is (571) 272-4918. 
The examiner can normally be reached on Mon.-Thur. from 6:30am-5:00pm (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Keasel can be reached on (571) 272-4929. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000./^ A 
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